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DETAILED ACTION 
Status of Claims 

Claims 1 -20 remain for examination. 

Means-Plus-Function Language 

Instant claims 18-20 contain the following terms written in means-plus-function 
format, and have been interpreted as follows: 

1 . "means for applying a negative pressure to a plenum to produce an airflow 
through the plenum" (claim 18) is in proper means-plus-function format and is 
defined in the specification at page 6, paragraph [001 1]. 

2. "means for loading the workpiece onto a workpiece surface to couple the 
workpiece to a proximal end of the plenum" (claim 18) is in proper means-plus- 
function format and is defined in the specification at page 8, paragraph [0018]. 

3. "means for forming a seal between the workpiece and the workpiece surface to 
produce a pressure drop across the workpiece" (claim 18) is in proper means- 
plus-function format and is defined in the specification at page 8, paragraph 
[0018]. 

4. "means for applying a positive pressure to the plenum" (claim 18) is in proper 
means-plus-function format and is defined in the specification at page 8-9, 
paragraph [0019]. 

5. "means for lifting the workpiece off of the workpiece surface" (claim 1 8) is in 
proper means-plus-function format and is defined in the specification at page 8-9, 
paragraph [0019]. 
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6. "means for providing a conductive electrolyte to a machining gap to impose a 
pattern on the workpiece" (claim 19) is in proper means-plus-function format and 
is defined in the specification at page 7-8, paragraph [0016]. 

7. "means for coupling the workpiece to an ejector pin." (claim 20) is in proper 
means-plus-function format and is defined in the specification at page 9, 
paragraph [0020]. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(e) the invention was described in (1) an application for 
patent, published under section 122(b), by another filed in the United States before the invention by 
the applicant for patent or (2) a patent granted on an application for patent by another filed in the 
United States before the invention by the applicant for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of 
an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 1-3, 9, 11-16 and 18-20 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Dordi et al. (US Patent 6,416,647). 

Dordi et al. anticipates the claimed system for holding and releasing a workpiece 
(Figure 1 and abstract) comprising a workpiece holder (Figure 5 (204)) has a workpiece 
surface (Figure 5 (206)) configured to couple to a negative pressure being applied to the 
system to provide a seal between the workpiece and the workpiece surface (col. 6, lines 
24-47), a plenum (Figure 5, volume below (206) and above (106)) disposed within the 
workpiece holder and a piston (327) configured to move upward in the plenum towards 
the workpiece and to lift off the workpiece in response to a positive pressure being 
applied to the system (Figure 5 (326), col. 8, lines 9-29). The phrase "for 
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electrochemical machining" in the preamble of the instant claim 1 , line 1 is considered 
an intended use limitation and therefore adds no structure to an apparatus claim. See 
MPEP2115. 

In regards to claim 2, Dordi et al. anticipates an electrode (Figure 2 (230)) 
disposed above the workpiece and has a pattern (Figure 2) with a configuration to 
provide a conductive electrolyte (Figure 2 (240)) with a gap (Figure 4 between (230) and 
(202)). 

In regards to claim 3, Dordi et al. anticipates a radial locator (Figure 6 (306)) 
capable of radially locating the workpiece on the workpiece surface. 

In regards to claim 9, Dordi et al. anticipates a base portion of the piston (Figure 
5 (327)) and ejector pins (Figure 5 (324)) configured to lift the workpiece (202) off the 
workpiece surface (206). 

In regards to claim 1 1 , Dordi et al. anticipates air passages (Figure 5 (302) (304) 
(312)) configured to provide a flow path between the plenum (Figure 5, volume below 
(206) and above (106)) and a vacuum port (Figure 5 (318)). 

In regards to claim 12, Dordi et al. anticipates an O-ring (Figure 5 (298)) 
configured to provide a seal between the air passages and the plenum in response to a 
positive pressure being applied to the system (col. 6, lines 37-47 and col. 7, lines 5-22). 

In regards to claims 13-16, the instant claims 13-16 are written as method claims 
of the instantly claimed apparatus of instant claims 1 , 2 and 9 and are anticipated by 
Dordi et al. for the same reasons as above. 
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In regards to claim 18, Dordi et al. anticipates the features of claim 18, included 
in claim 1 as stated for the same reasons above. Dordi et al. also anticipates the 
means for producing an airflow through the plenum and producing a pressure drop 
across the workpiece (col. 6, lines 48-67 and col. 7, lines 1-4). The phrase "for 
electrochemical machining" in instant claim 18, line 1 is considered an intended use 
limitation and therefore adds no structure to an apparatus claim. See MPEP 21 1 5. 

In regards to claim 19-20, Dordi et al. anticipates the features of claims 19-20, 
included in claims 2 and 9 as stated for the same reasons above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disciosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4-5, 7-8 and 17 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Dordi et al. (US Patent 6,416,647) in view of Mori et al. (US Patent 

6,743,349). 

In regards to claims 4-5 and 17, Dordi et al. does not specifically teach a 
workpiece surface that provides anodic contact, resists anodic corrosion or a workpiece 
surface comprised of titanium. 

Mori et al. teaches a system that has a workpiece surface that provides anodic 
contact (col. 16, lines 19-21). It would have been obvious to one of ordinary skill in the 
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art to apply Mori et al.'s anodic workpiece surface to Dordi et al.'s system because 
current could be supplied to the workpiece (Mori et al., col. 16, lines 19-21). 

Mori et al. teaches a system that includes a workpiece surface that is resistant to 
anodic corrosion by using noble metals such as titanium and platinum (col. 16, lines 21- 
23). It would have been obvious to one of ordinary skill in the art to apply Mori et al.'s 
workpiece surface having anodic corrosion resistance (titanium) to Dordi et al.'s system 
because a stable workpiece surface prevents impurities from being eluted to the 
electrolyte (Mori et al., col. 16, lines 36-40). 

In regards to claim 7, Dordi et al. does not specifically teach a locating surface to 
support the workpiece holder. 

Mori et al. teaches a system that includes a locating surface (Figure 12 (214)) 
that supports the workpiece holder. It would have been obvious to one of ordinary skill 
in the art to apply Mori et al.'s locating surface to Dordi et al.'s system because it would 
allow the workpiece holder (230) to be moveable and having degree of freedom in the 
directions of XY0 (Mori et al., col. 16, lines 9-19). 

In regards to claim 8, Dordi et al. in view of Mori et al. does not specifically teach 
a degree of parallelism of 1 micron between workpiece surface and a locating surface. 
Mori et al. teaches that his device is for electrochemical machining of semiconductor 
materials (col. 1 , lines 7-13) wherein the machining can be controlled on the atomic 
level (col. 1, lines 44-48). Since the atomic level is less than the micron scale and the 
locating surface (Figure 12 (214)) with respect to the workpiece surface (230) is the 
control operation used in machining (see above), it is the examiner's position that a 
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degree of parallelism of less than a micron is inherent to the prior art and therefore the 
instant claim is taught. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dordi et 
al. in view of Herchen (US Patent 5,870,271). 

Dordi et al. does not specifically teach a workpiece surface having a finish with a 
roughness average of .05 to .1 microns. 

Herchen teaches a workpiece surface (80) having a finish with a roughness 
average of less than a micron. It would have been obvious to one of ordinary skill in the 
art to apply Herchen's workpiece surface having a roughness average of less than a 
micron to Dordi et al.'s system because it would allow for efficient thermal contact 
between the workpiece surface and the workpiece (Herchen, col. 12, lines 17-20). 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dordi et 
al. in view of Jenkins et al. (US Patent 5,556,327). 

Dordi et al. does not specifically teach a magnet capable of removably coupling 
the workpiece to the ejector pin. 

Jenkins et al. teach a magnet capable of removably coupling a workpiece to an 
ejector pin (abstract). It would have been obvious to one of ordinary skill in the art to 
apply Jenkins et al.'s magnetic coupling to Dordi et al.'s system because it would allow 
the application of force to the workpiece in order to move the workpiece (Jenkins et al., 
abstract). 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Nicholas A. Smith whose telephone number is (571)- 
272-8760. The examiner can normally be reached on 8:30 AM to 5:00 PM, Monday 
through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571)-272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 1700 




